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THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte Pl ERRE HUON AND
RENE GLAI SE

Appeal No. 96-0033
Application 08/ 066, 638

ON BRI EF

Bef ore THOMAS, MARTI N and LEE, Adm ni strative Patent Judges

THOMVAS, Adm nistrative Patent Judge

DECI SI ON_ON APPEAL

Appel | ant s have appealed to the Board fromthe
examner’'s final rejection of clains 1 to 9, which constitute
all the clainms in the application.

! Application for patent filed May 25, 1993, which is a continuation of
Application 07/491,901, filed March 12, 1990, now abandoned
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Representative i ndependent claim 1l is reproduced bel ow

1. Acircuit for controlling data transfers between a first
device (1) and a second device (2) which operate at different
data rates, the first device providing data on an output bus at a
first rate together with strobe signals indicating data is
avai |l able to be transferred, the second device receiving data at
a second rate which is the rate of clock signals provided by the
second devi ce, conprising:

at least R buffer registers (10, 12; 210) for receiving data
fromthe first device, R being an integer nunber equal to T+(T-1)
x (B-1), where T is a maxi num nunber of data entities that can be
provided by the first device in a period of a clock signal and B
is a nunber of consecutive periods during which the first device
can provide a maxi num nunber of data entities,

counting nmeans (28;222) for generating R x (R+1) distinct
val ues in response to the strobe signals applied thereto;

decodi ng nmeans coupled to the counting neans, for generating
signals representative of the val ues generated by the counting
means and active |l oading signals used to cause the data from
the first device that are avail able at each strobe signal to be
| oaded in a register selected anong the buffer registers (RL to
Rr) in a fixed sequence;

gating neans (16, 20, 216), coupled to the buffer registers,
for selectively gating the data fromthe first device into the
buffer registers in response to said active | oadi ng signals;

storing neans (44) responsive to the strobe signals, the
clock signals provided by the second device and the signals
representative of the values generated by the counting neans,
for keeping track of those buffer registers which contain data
fromthe first device and of the sequence in which the buffer
regi sters were | oaded; and

sel ection neans (40, 34, 240, 234) responsive to signals
outputted fromsaid storing neans and to the signals
representative of the values generated by the counting neans
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for selectively gating the data fromthe buffer registers to the
second device, in such a way that the data are provided to the
second device in the sanme sequence as they were provided by the
first device.

The follow ng references are relied on by the exam ner:
Mei nke 4,193,123 Mar. 11, 1980
Tr ost 4,288, 860 Sep. 8, 1981

Clains 1 to 9 stand rejected under 35 U . S.C. §8 103. As
evi dence of obviousness, the exam ner relies upon Trost al one
as toclains 1 to 5 8 and 9, with the addition of Meinke as to
clainms 6 and 7.

Rat her than repeat the positions of the appellants and the

exam ner, reference is nade to the brief and the answer for the

respective details thereof.

OPI NI ON
For all the reasons well expressed by the exam ner in the
answer, and for the additional anplifying reasons presented here,
we W Il sustain the prior art rejection of clainms 1 to 5, 8 and
9. However, we reverse the rejection of dependent clains 6

and 7.
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In addition to a detailed correspondence of the structure of
representative independent claim1 on appeal in the statenent of
the rejection in the answer, the exam ner has addressed each of
the argunents presented by appellants begi nning at page 8 of the
brief. W add our own views as to these argunents.

At page 9 of the brief, appellants assert that Trost does
not show the cl ai med decodi ng neans. Appellants’ position
questions the ability of the decoding neans clained to be net in
the context of the position that there are no “strobe in” signals
of the argued decoding neans in Trost. This position is
m spl aced since the correspondi ng clock signal 41 exiting the
dynam c storage neans 10 in Figure 1 in Trost corresponds to the
cl ai med strobe signal.

At the sane tinme as recognizing at the bottom of page 8 of
appel lants’ brief that the exam ner has found correspondence
in Trost for all the subject matter of the appeal ed cl ai ns,
appel l ants assert at the bottom of page 9 of the brief that the
examner’s identification of the various columms and portions of
figures in the statenment of the rejection is insufficient. The
exam ner’ s approach is conventional in setting forth the state-
ment of the rejection and appellants’ coments at the bottom of

page 9 and the top of page 10 of the brief are m splaced since
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they fail to consider a reasonable association of the teachings
of the reference to the scope of the clains on appeal. As

poi nted out by the exam ner at pages 8 and 9 of the answer,
such a presentation belies the prosecution history of this
application. 1In any event, appellants’ further assertion that
t he exam ner has, by this approach, not nmet the rational e of

In re Donaldson Co., 16 F.3d 1189, 29 USP2d 1845 (Fed. Cir.

1994), is also msplaced. The exam ner’s basic position asserts
ei ther corresponding structural elenments or the structural
equi val ence of the clainmed elenents rejected, which approach
shifts the burden to appellants to detail what portions of the
specification disclosed for those clains utilizing the neans-
pl us-function format of 35 U S.C. § 112, paragraph six, are not
in the reference. This burden appellants have not net.
Appel l ants’ assertion at the bottom of page 10 and on top of
page 11 of the brief is also msplaced in that it is immterial
to the scope and subject matter of the clains on appeal whether
or not the reference requires an external clock to control the
data rate transfers. The clocking control circuit 24 in Figure 1
of Trost operates in conjunction with the cl ocking signal
provided on line 41 fromthe dynam c storage device 10, as well

as the clock signal provided fromthe requestor 11 on |ine 40.
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Furthernore, as said by the exam ner at page 10 of the answer,
there is nothing in appellants’ clains to preclude that a first
rate froma first device may be variable, as is taught in Trost,
or to preclude that this rate may be externally provided to the
overal | devi ce.

Appel | ants’ positions presented between pages 11 and 13 are
al so non-persuasi ve since they appear to argue the disclosed
rather than the clainmed invention. As to appellants’ position
at page 13 of the brief, there is no clainmed burst node of the
first device recited in any independent claimon appeal. There
is only an inplication or an inference that may be derived from
t he | anguage of the register neans cl ause that sonething ot her
t han a maxi num nunber of data entities may be transferred within
consecutive clock periods at other times. Even as disclosed,
appel l ants’ nmenory device 1 does operate in at |east two speeds,
a normal speed and a burst npde speed. As set forth at colums 1
and 2 of Trost, the dynamic nenory of this reference enbodi ed as
el enment 10 contains the capability of operating at two speeds, a
fast and a sl ow speed, even as depicted in the Figure 7 and
di scussed at colum 5, lines 54 to 59. A CCD nenory device of
Trost has the capability of operating in an internal clock sense

bet ween nm ni num and nmaxi num data cl ock rates. As such, the fact
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that Trost al so teaches a variable clocking rate for the data
transfers between devices 10 and 11 does not belittle the nerits
of the rejection as applied to the clainmed invention.

In the context of asserting that independent claim1l is
pat ent abl e because of the |anguage recited in the “at least R
buffer registers” clause as quoted at page 14 of the brief, the
position advocated is that an opti mum nunber of registers is
therefore avail able for use wi thout any overrun or superfluous
nunber of registers. As pointed out by the exam ner at page 11
of the answer, the disclosure is consistent with the argunent
that a m ni mum nunber of registers is determ ned according to the
relationship set forth in the claimand in accordance with the
“at | east” |anguage of the above-noted cl ause. Appel | ants’
argunents as to this clause of claim1l on appeal do not assert
that Trost does not teach or suggest to the artisan within 35
US C 8 103 the subject matter of this clause. As noted again
by the exam ner at page 11 of the answer, the exam ner has
asserted that there are portions specifically identified in Trost
to neet the | anguage of that clause.

As to dependent clains 2 to 5, the positions set forth by
appel l ants at page 15 of the brief indicate that they have not

argued the particulars of these respective clainms in any manner
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but have asserted only a general argunent of patentability, which
i s unacceptable as an argunentative approach within 37 CFR
8§ 1.192.

In a simlar manner, the subject matter of independent
clainms 8 and 9 is considered to be a broader recitation of the
subject matter directly corresponding to i ndependent claim 1 on
appeal. More specifically, the above-noted “at | east R buffer
regi sters” clause of claiml on appeal is only recited in these
claimse 8 and 9 as “for receiving data fromthe first device, R
bei ng an integer nunber greater than 1.” Simlarly, the counting
means cl ause of independent claim1l is only recited in inde-
pendent clainms 8 and 9 as “generating a predeterm ned nunber
of distinct values in response to the strobe signals applied
thereto.” |In accordance with the exam ner’s reasoning, these
clains are broader than the corresponding recitation in
i ndependent claim 1 on appeal. Therefore, the teachings as
correlated by the exam ner to claim1 obviously woul d have been
even nore applicable to the artisan to clains 8 and 9.

We part conpany with the examner’s rejection of dependent
claimse 6 and 7 on appeal within 35 U S.C. §8 103 in light of the
coll ective teachings of Trost and Meinke. Assum ng for the sake

of argunent that it would have been proper within this statutory
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provision for the artisan to have conbi ned the teachings of these
two references, the subject natter of these two dependent cl ains
6 and 7 would not have been net. The respective overrun
detection neans and validation nmeans in these clains 6 and 7
require specific relationships between the |atches in these
clainms to other circuit elenents, none of which has been detail ed
by the exam ner as being correlated to any of the collective

t eachi ngs and suggestions between the two references. As such,

the exam ner has failed to set forth aprim facie case of

obvi ous-ness of the specific subject matter set forth in these
two cl ains even though the exam ner appears to have set forth a
valid basis between the two references only for the concept of
both clains, that is, the overrun detection concept, as well as
the validation concept set forth in respective clains 6 and 7.
In view of the foregoing, the decision of the examner is
affirmed as to the decision to reject clains 1 to 5, 8 and 9
within 35 US.C 8 103, but is reversed as to the examner’s
decision to reject dependent clains 6 and 7 under this statutory
provision. Therefore, the decision of the exam ner is affirned-

i n-part.
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No time period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART

Janes D. Thonms

Adm ni strative Patent Judge )
)
)
)

John C. Martin ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
| NTERFERENCES

)
)
)
Janeson Lee )
Adm ni strative Patent Judge )
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